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Ancwngurc71«b=en»ld«ltoshowth,.ir-«><>t-pnmmgr^o«tel«d«prottb^^^ 

(paragraph. , 5-20 «,d 38-43). Pa«g«ph23i„ch.des»>m»rpo,ati«-W-rrfton«offte^b,ec 

reference as describing: 

SSaSSi In accordance with the present embodunent of the mvej^ion a 
^S^uberancesmayhaventeoulwardlyextendm^^^^^^^ 

« mot f tmrTT^f "'r'^n m «^mbinat i "" ^th a region of oTiffn^ended air root 
SJ^S Furthenncre. Ml-MS^2Si^^9^^1J^^ 
^g^S:: ^..V,^.ncesbv bondinP a s nitahle porosis f^lTTlC TDtf e^ftl to th^ 

mftiHft surface nf the sheet. 

(Paragraph 23, lines 9-15; emphasis added) 

Figure 7 is a cross-section side view consistent with Figures 1-4 and 6 of the present 
appHcation.a.wellasFigt^5BoflO/446.987. Figt^e 7 has been constructed in accordance wath 
meexplicitstatententsofparagraphZStoshowacontainersidewalinmadefiomaben^^^ 
I6havingaroot-tip-tn,ppingregionl3formedbybondingasuitableporousfabricl8tomeinst^ 

surface of the sheet 16 in combination with an air-root-pnming region 20 having open<ndcd 
protuberances. No new matter has been added to the specification as a result of this new Figure. 
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REMARKS/ARGUMENTS 



, ,,n rm, mnrnti^^ ^pH^^^ claims. Fi^e 7 has been added to illustrate an aar- 

r^t-pruning region lhat includes protuberances having outwardly extending distal ends ^atare 
TJ Su^ort for Fi^e 7 is described in the above section AMENDMENTS TO T«E 
DRAWINGS. Newparagraph[0043.1]describesFigure7a«dissimUarlysupported. Accordingly. 

Applicant asserts that no new matter has been entered. 

P1,^^....„.^o^^ ...t.H under 3 -=vrQr 11> «ecnnd n-VTHm-fmh f^s hrinp in^cfii^ite for 

... ... .i.t^.ct.lv c him thr subject n^^ which applicam regards a, 

tHe invention. However, Figure I of the present application illusUates a container 10 having a 
sidewall 1 7 comprising a root-tip-trapping region 1 3 and a porous fabric region 20 that enables 
air-root-pruning. (Specification, para. 38. Unes 2-3; Figure 1). Having clearly established how 
these regions are made. Applicant asserts that there is nothing indefinite about arranging these 
regions into a pattern as claimed. 

Furthermore, the specification includes a description of bow patterns may be provided: 

[00081 The present invention provides a sidewall for a plant J^p;^* 
container ii^oiporating the sidewall. The sidewall comprises a ront-tip-trapping 
reSrtuchS^ bilayfr material described below, and an .ir-ront-pnuung reg.c«i 
Sn *e regions L combined to form the sidewall. ^^J^^ ^ ^^^^ 
.....^ ^t.»r.,T,i...> region ^ "''» Y b« confignred in various pattmis such as Tom . 

Reconsideration and withdrawal of the rejection is requested. 
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P,.,;^--! 11 XO Id. 26, ? '' ^7-40 .nd 46 stand rrie^ed under 3MT.S.C. 102(b) as . 
^^^^^^^^^^ nT.._080.680V Reynolds •680discloscsaorganic fibre pot, 

particularly a pot coxnprismg predominately peat moss, that is strengthened by applymg a 
rcmovableplasticcoating.skinorenrobementtotheoutsideofthepot. (Reynolds. col. 2. Unes 

40^46). Applicant asserte that Reynolds does not anticipate Ihe claimed mvention. 

U S 851 (1984), the Federal Circmt stated that "[anticipation requires the disclosure in a smgle 
priorartreferenceofeachclementofthcclahnunderconsideration." It is not enough, however, that 
meprior art reference discloseaUtheclaimedelementsinisolation. Rather,^ 

Circuit, "[a]nticipaUon requires the presence in a single prior ait reference disclosure of each and 

evervelementoftheclaimedinvention,an-««g.rf-i«^/.-i««-"TheF^^ 

that'Ti]ndecidingtheissueofanticipation.thetrieroffactmustidentiiythcelementsofth^ 

detemune their meaning in light of the specification and prosecution history, and identify 
corresponding elements disclosed in the allegedly anticipating references. 

Further. «[u]nder35U.S.C. §102, anticipationrequires1hat...theptiorartreferencemu^ 
enabling, thus placing the allegedly disclosed matter in the possession of the pubUc." Ak^ 
U S Infl Trade Comm'n. 808 F.2d 1471 (Fed. Cir. 1986). The Federal Circuit has added that Ihe 
anticipation determination is viewed from one of ordinary skiU in the art: "Hiere must be no 
difference between the claimed invention and the reference disclosure as viewed by a person of 
orfinaiy skill in the field of the invention." Soipps Clinic & Research Found. V. Genentech Inc.. 
927 F.2d 1565 (Fed. Cir. 1991). 

Similarly the Federal Circuit has stated that "[a]n anticipating reference must describe the 
patented subject matter with sufficient clarity and detail to establish that the subject matter existed 
and thatits existence wasrecognizedbypersonsofordinary skill in the fieldoflheinvention."^ 
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Coip V. Lydall. Inc. 159 F.3d 534 (Fed. Cir. 1998). 

For example, claim I of the present appUcation includes a "root-Up-trapping region." The 
present appUcation describes two types of root-pruning elements, root-tip-trapping and air-root- 
pruning. (Specification, para. 7). Figures 4 and 6. and the discussions of those Figures 
(Specification, para. 41 and 43). are dedicated to describing the phenomena of root-tip-t«ppmg, 

Furthermore, Whitcomb (U.S. Patent 4.442.628) describes a ^pruning structure- 
including 'Voot traps" whereby «'the tip of the roots" becomes trapped. Root tips become ^^^^ 

in the -628 stair stepped container structure such that "physical restriction to further elongation of 
therootcausedbranchingtooccurmuchlikeair-root-prunin8.»lnU.S.Fatent6, 
by the Examiner), Reiger characterizes Whitcomb '628 similarly, saying that "[r]oot tq>s of 
plants grown in such pots may be trapped in the comers of the stair step root pruning structure, so 
that the roots lose their apical dominance and begin to branch in the pot." (Reiger. col. 2. Imes 
60-65). Accordingly, one of ordinary skill in the art would understand the meaning of a 
tip-trapping region" consistent with both the present appUcation and the references in the pnor 
art that deal with trapping root tips. 

Reynolds (U.S. Patent 3,080.680) does not expressly or inherently disclose a root-tip- 
trapping region. In a discussion of the "enrobements" covering his pots. Reynolds States that the 



enrobements: 



-deflect roots which penetrate the pot wall, and cause them to <J^tmue to ^w m 
thetter-face between the pot and the skin. Thus, the roots ai«th«e and ready to 
p^w out into the soil the moment the external fihn is removed and the plant 
transplanted." (Reynolds, col. 3. lines 20-25). 

Reynolds goes on later to say: 
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"as tjlaiits grow in the pots, rootlets will force their way through the walls of the 
■ poT iu'Sy do in tSe u;e of conventional fibrous pots, and that the degree of 
Sere^ce of the enrobement to the pot is such that the rootlets can contmue to 
^^w ^tL inTerf^^^ between the skin and the pot. but will not force their way 
through the skin." (Reynolds, col. 5. lines 66-73). 

Clearly, Reynolds does not disclose any structure that possesses the claimed characteristic of a 

root-tip-trapping region. 

While the Examiner has asserted that Reynolds teaches a root-ttp-trapping region, citing 
..he fibrous walls of the pot 1 8 and the sheet 60, col. 5. lines 5-8, 38-42, 65-75" (Office Action, 
page 3. para. 6). Applicant has shown that there is no such disclosure, to fact, Reynolds 
expressly teaches, as shown above, that the structure disclosed would not trap root tips as 
claimed by Applicant Therefore. Reynolds does not estabUsh that the claimed subject matter 
existed prior to the present invention by the Applicant. 

Similarly, Reynolds does not expressly or inherentiy disclose any structure that possesses 
the claimed characteristic of an air-root pruning region. Reynolds states that "the enrobement 
which is thus produced effectively strengthens the relatively firagUe pot to protect it against 
damage in ordinary handling, and that the skin wUl effectively adhere to ibc pot throughout 
normalhandling. plunging and the like." (Reynolds, col. 5. Unes 61^5). Reynolds defines 
••plunging" as immersing the plant's roots, together with the container, in soil or other media m 
which growth would occur if tiie plant were not restrained by ti»e container. (Reynolds, col. 2. 
lines 20-23). Accordingly, the structure disclosed by Reynolds does not air-root prune because 
• the plastic enrobement would not be air permeable, and also because the pot is intended to be 
plunged, i .e.. planted into the soil, so ti^t the pot is surrounded by soil that would not cause a^r- 
root pruning. 

TTie Examiner asserts that tiie bottom of sheet 60 is perforated, thus allowing air to enter 
adjacenttotheroot-tip-trappingregion. (Office Action, page 3. paxa. 6). However, the bottom 
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of lie sheet would generaUy be eimerplungedinsoil or sat ontoasupport surface such that air- 

^ot-prunittg would not occur. Applicant asserts that Reynolds does not expressly teach 

pruning and that afmding of inherent anticipation is not supported unless missing elements are 
necessarilyprescntinthe thing describedbythereference. Apersonhavingordinary skill would 

not read Reynolds as teaching air-root-pruning. 

Furthermore, the claims subject to this t^ection arc aU di«cted to a sidewall for a plant 
container. Discussing Figure 2. the specification states that "Weams 19 are shown coupling a 
floor or bottom 15 to the sidewalls 17 of the barrier to fonn the container 10 » (Specification. 
paragraph39;Figare2).Accordingly,aMde^5^isanelementofacontainer^^^ 
the bottom of the contamer. Reynolds makes a similar distinction between the bottom wall 17 of 
the pot and the side walls 16 of the pot. (Reynolds, col. 5. lines 25-28). 

Still further. Reynolds does not expressly or inherently disclose any structare that 
possessesbofliaroot-tip-tr^Wingregion and an air-root-pruning region in the same sidewall fer 
a plant container as claimed. For example, an embodiment shown m Figure 1 of the present 
application illustrates a container 10 having a sidewall 17 comprising a root-tip-tcapping region 
13 and aporous fabric t^gion 20 that enables air-root-pruning. (Specification, para. 38. Imes 2-3; 
Figure 1). In Figure 1. the ix,ot.tip-tiapping region 13 includes an imter layer of porous fabric 18 
laminated with an outer layerofanonporous.root-impenetrable material 16. (Specification, 
para. 38. lines 3-5; para 39. lines 2-4; Figure 1). Accordingly, a region ofthe sidewall may have 
one or moie layers. As shown in Figure 2. the root-tip-trapping region 13 maybe a laminate of 
two layers, wherein the layer of porous fabric 18 extends beyond the root-impenetrable matenal 
16 to form the sole layer ofthe air-root-pruning region 20. 

For all ofthe reasons stated above, reconsideration and withdrawal ofthe rqjection is 
requested. 
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^ « 0 14.16. 24.3 -> ^3 .^st M rejectedunder. MTSr 1 0l fa) as bein, 
^,^,,-^.„.,.,,^i..^o.dsetal.fas,ab^ AppUcaBt has shown above that Reynolds does not 
teach, show or suggest root-tip-trapping, air root pruning, or a combination of the two. In the 
absence of a suggestion to so modify the disclosui* of Reynolds. Reynolds does not make claim 
1 obvious, nor any of the claims ultimately dependent firom claim I . 

Reconsideration and withdrawal of the rejection is requested. 

1. 17,10 47.5Qst. -^^^ i.^^«t,der3STTSC.101fa)asbeinp^Tlpatentable 
P.^.1H. .t al. f -"-"-^ - ^^<^^^^^>' Examiner has not 

expressly stated any evidence to support a motivation to combine Reynolds and Reiger. These 
references address quite different problems and Applicant finds no such motivation or suggestion 
to combine these references. 

In addition, there is nothing in Reynolds. Reiger or a combination thereof that teaches, 
shows or suggests a container having bo& a loot-tip-trapping region and an air-toot-pnming 
region, as claimed. 

Regarding claims 10 and 13. AppUcant would point out that Reiger '348 does not 
disclose promberances. Element 160 is disclosed by Reiger as the inner surface ofa fabric liner. 
Reiger never uses the tenn protuberance and the structures disclosed are not protuberances at all. 
On the other hand, protuberances are described in U.S. Patent 4.939.865 and copending U.S. 
patent application 10/446.987. Accordingly, a person of ordinary skill in the art would 
understand the term protuberance to mean something that thrusts outwardly fix.m a surrounding 
or adjacent surface. (See 10/446.987. first paragraph of the Summary). 

Reconsideration and withdrawal of the rejection is requested. 
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Various dependent claims stand rejected under 35 U.S.C. 103(a) based on Reynolds et al. 
(asabovOinviewofoneormoreothersecondaryreferences. These rejections include: Claim 
21 stands rejected as being unpatentable over Re^^lds et al. (as above) in view of Thomas (US 
5311700)- Claims 22 and 23 stand rejected as being unpatentable over Reynolds et al. (as above) 
in view of BerUt et al. (GB 2073567); Claims 25, 29 and 31 stand rejected as being unpatentable 
over Reynolds et al. (as above) in view of Van der Gooibergh (EP 3O0578A3); Claims 28. 34 and 
3 5 stand rejected as being unpatentable over Reynolds et al. (as above) in view of Flasch, Jr. (US 
5852896); and Claim 30 stands rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reynolds et al- as modified by Berlit et al. as appUed to claims 1 ,3.22 above, and fUrther m view 
of Flasch (as above). However. Reynolds does not teach, show or suggest root-tip-trapptng. 
SimUarly, none of these secondary references teach, show or suggest root-tip-trapping. either. 
Accordingly, none of these combinations of references renders the claimed inventton obvioua. 

Reconsideration and withdrawal of these rejections is requested. 

m the event there are additional charges in connection with the filing of this Response, the 
Comm.ssionerishe,^yauthorizedtochargetheDepositAccountNo.50-(y714W^ 

finn of the below-signed attorney in the amount of any necessary fee. 

Respectfiilly submitted, 




]emeyt. Streets 

Attorney for Applicant 

Registration No. 37,453 

STREETS & STEELE 

13831 Northwest Freeway. Suite 355 

Houston, Texas 77040 

(713)939-9444 

Customer No. 24945 
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